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DETAILED ACTION 



Response to Arguments 

1 . In view of applicant's amendment filed 01 October 2004, the status of the 
application is as follows: 



35 U.S.C. §1 02(b) Rejections over Hodgens 
The rejection of claims 6-1 6 are maintained for at least the following 



reasons: 



In response to applicant's argument that the solutions of which 
Hodgens utilizes are different than that of applicant's and are used for a 
different purpose, a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and 
the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended 
use, then it meets the claim. See In re Casey, 152 USPQ 235 (CCPA 
1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 

Moreover, applicant argues that "Hodgens, II et al. do not describe 
nor suggest a method for washing a gas turbine engine [as claimed by 
applicant]". This is not persuasive because applicant is claiming an 
apparatus, not a method. The structural limitations of the apparatus of 
Hodgens reads on applicant's structural limitations of the claimed 
apparatus. As cited in the previous Office action, it has been held that a 
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recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus satisfying the claimed structural limitations. Ex parte 
Masham, 2 USPQ2d 1647 (1987). 

35 U.S.C. §1 02(b) Rejections over Bartos 

The rejection of claims 6-1 6 are maintained for at least the following 
reasons: 

Applicant argues that "Bartos, et al. do not describe nor suggest a 
method for washing a gas turbine engine [as claimed by applicant]" 
notwithstanding the fact that the claimed invention is directed to an 
apparatus, not a method. This is not persuasive for same reasons 
indicated above regarding Hodgens. 

Claim Rejections - 35 USC § 102 

2. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

3. Claims 6-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US 4,713,120 to Hodgens, II etal. (hereinafter "Hodgens"). 

Re claims 6-10, Hodgens discloses a gas turbine wash system (1 1 ) 
with a pump (compressor 14) connected to a nozzle (spray probe 20) and 
fluid reservoirs (12/13) (see col. 5, lines 3-14). Re claim 9, Hodgens 
further discloses injecting fluids from both reservoirs (12/13), which reads 



Application/Control Number: 10/632,741 Page 4 

Art Unit: 1746 

on applicant's limitation of the system being "configured to inject a first 
fluid and a second fluid..." (see col. 5, lines 44-55). Re claims 1 1 & 12, 
Hodgens teaches that it is known to clean internal parts of gas turbine 
engines including compressors (see col. 1 , lines 53-64). 

It is noted that the limitations directed to the types of fluids are 
considered intended use and given little weight in the apparatus claims. It 
has been held that a recitation with respect to the manner in which a 
claimed apparatus is intended to be.employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). In the 
instant case, the claims language "said washing system configured to 
inject a first fluid and second fluid" merely requires the system to be 
capable of injecting the fluids since the fluids are not positively recited 
limitations in the apparatus. Thus, further limitations directed to the fluids 
are given little weight and only require the apparatus to be capable of 
holding/using such fluids (which Hodgens clearly discloses, as noted 
above). Claims directed to apparatus must be distinguished from the prior 
art in terms of structure rather than function. In re Danly, 263 F.2d 844, 
847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus claims cover what a 
device is, not what a device does." Hewlett-Packard Co. v. Bausch & 
Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). 
(emphasis in original) It has further been held that the recitation that an 
element is "capable of performing a function is not a positive limitation but 
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only requires the ability to so perform. It does not constitute a limitation in 
any patentable sense. In re Hutchison, 69 USPQ 138. 

Similarly re claims 12-14, since the fluid limitations are directed to 
intended use (i.e. "for injecting a fluid"), the limitations directed to the 
configuration of the fluids is considered intended use and given little 
weight. 

Re claims 15-16, these claims are directed to intended use (i.e. 
when the fluid is injected during a cleaning/treating operation) and given 
little patentable weight. A recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. See In re Casey, 
152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). 

Recitation of Hodgens reads on applicant's claimed invention. 

4. Claims 6-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 

US 4,059,123 to Bartos et al. (hereinafter "Bartos"). 

Similar to Hodgens cited above, Bartos discloses the claimed 
structure of a turbine engine cleaning machine (10) including a pump 
(compressor 14), fluid reservoirs (18/20/22/24), and nozzle manifold (96) 
(see Figures 1, 2, 6, and relative associated text). The intended use of 
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types of fluids used and operation of the apparatus are given little weight 
(see above), and thus since the apparatus of Bartos is capable of 
performing such intended use, the apparatus of Bartos reads on 
applicant's claimed apparatus. 



Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

6. A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Joseph L. Perrin, Ph.D. whose telephone 
number is (571 £72-1 305. The examiner can normally be reached on M-F 7:00- 
4:30, except alternate Fridays. 

8. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Michael E. Barr can be reached on (571)272-1414. The 
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fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

9- Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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